License  Agreement

THIS LICENSE Agreement (“Agreement”) is entered into this ______ day of __________, 20__ (the “Effective Date”) by and between the UNIVERSITY OF UTAH RESEARCH FOUNDATION, a Utah non-profit corporation, having its principal place of business at 615 Arapeen Drive, Suite 310, Salt Lake City, UT 84108, hereinafter referred to as “Licensor,” and [Company Name], having its principal place of business at _____________________________, hereinafter referred to as “Licensee.” Licensor and Licensee may be referred to herein solely as a “party” or jointly as the “parties” as the case may be.

1. Licensor is the owner of Patent(s) No. 8,123,922, titled “Nanopore Based Ion-Selective Electrodes” and generally referred by Utah Tech ID U#4103 (the “Patents”). For the consideration stated in paragraph 2 of this Agreement, Licensor hereby grants to Licensee a non-exclusive, non-sublicensable, worldwide license under the Patents to make, use, sell, offer to sell, and import products or services, the manufacture, use, sale, offer for sale or importation of which would, but for the license granted herein, infringe the Patents. The license so granted shall run for the life of the Patents and shall not be assignable.

2. As consideration for the license to the rights granted under this Agreement, Licensee shall pay to Licensor, within thirty (30) days of each anniversary of the Effective Date of this Agreement, an earned royalty of three (3%) of Licensee’s net sales (defined in accordance with GAAP accounting standards) of all products and/or services that rely on at least one claim of the Patents, together with an accounting as to how such payment was calculated and a report detailing all of Licensee’s commercialization efforts and net sales for the prior calendar year.  Within forty-five (45) days of the date on which Licensee achieves cumulative net sales of such products and/or services in the amount of Two Hundred and Fifty Thousand dollars ($250,000.00), Licensee shall pay to Licensor a milestone fee of Twenty Thousand dollars ($20,000.00). Any fees or payments due under this Agreement shall reference U#4103, and shall be sent to:

Technology Commercialization Office

Attn: Accounts Receivable

The University of Utah

615 Arapeen Dr. #310

Salt Lake City, UT 84108

3. Licensor shall, at its sole discretion, prosecute and maintain the Patents at its own expense. Licensor reserves the right to, at any time, and without the consent, but with prior notice to Licensee, abandon any patent or patent application within the Patents, without deference to Licensee.  If Licensee discovers the infringement by a third party of any of Licensor’s Patents licensed under this Agreement, Licensee shall give written notice of such claim to Licensor.  Licensor may, at its sole option, use reasonable efforts to terminate such infringement. Any damages or costs recovered by Licensor in connection with a legal action filed by it hereunder, shall be maintained by Licensor.

4. Licensee shall indemnify, hold harmless and defend Licensor, the University of Utah, and their respective officers, directors, trustees, employees and agents (collectively, “Indemnities”) against any and all claims, suits, losses, damages, costs, liabilities, fees and expenses (including reasonable fees of attorneys) (collectively, “Claims”) based on, resulting from or arising out of: (i) the exercise of any license granted under this Agreement, or (ii) any act, error, or omission of Licensee, or any of the officers, directors, employees or agents of the foregoing, including without limitation any breach of this Agreement, any claim of negligent acts or omissions or misconduct, and any product liability Claim, any asserted or established violation of applicable law, regulation, rule or order, and any claim of infringement of a third party’s intellectual property rights; except TO THE EXTENT such Claims result solely from grossly negligent acts or omissions, or willful misconduct of an Indemnitee.  Licensee shall give Licensor PROMPT notice of any claim or suit instituted of which Licensee has knowledge that in any way, directly or indirectly, affects or might affect Licensor, and Licensor shall have the right at its own expense to participate in the defense of the same.

5. Licensee may use the name “The University of Utah Research Foundation” in factually based materials related to the products and/or service(s) covered by the Patents, and the business of Licensee; provided, however, that Licensee may not use the name of Licensor, the University of Utah, and their respective officers, employees and agents, in connection with any name, brand or trademark related to products or services. For example, Licensee may include a statement in promotional materials that refers to the fact that a product or service is based on technology developed at The University of Utah; Licensee may not include the name of the University of Utah, University of Utah Research Foundation, or like designation in a product or service name.  Without the prior written consent of the Licensor or University of Utah, as applicable, Licensee will not use any trademark, trade name, logo, service mark or other mark of the Licensor or University of Utah or any affiliate of the Licensor or University of Utah. Licensor may use Licensee’s name in connection with Licensor’s publicity related to Licensor’s intellectual property and commercialization achievements.
6. Licensor warrants that it has the lawful right to grant the license set forth in this Agreement. THE PARTIES ACKNOWLEDGE AND AGREE THAT LICENSOR HAS MADE NO REPRESENTATIONS OR WARRANTIES, EXPRESS OR IMPLIED, REGARDING THE PATENTS OR THE LICENSES GRANTED HEREUNDER INCLUDING BUT NOT LIMITED TO, WARRANTIES OF MERCHANTABILITY, FITNESS FOR A PARTICULAR PURPOSE AND NON-INFRINGEMENT.  NOTWITHSTANDING ANY OTHER PROVISION OF THIS AGREEMENT, LICENSOR ADDITIONALLY DISCLAIMS ALL OBLIGATIONS AND LIABILITIES ON THE PART OF LICENSOR, INVENTORS, AND AUTHORS FOR DAMAGES, INCLUDING BUT NOT LIMITED TO DIRECT, INDIRECT, SPECIAL AND CONSEQUENTIAL DAMAGES, ATTORNEYS’ AND EXPERTS’ FEES, AND COURT COSTS (EVEN IF LICENSOR HAS BEEN ADVISED OF THE POSSIBILITY OF SUCH DAMAGES, FEES OR COSTS), ARISING OUT OF OR IN CONNECTION WITH LICENSEE’S MANUFACTURE, USE, SALE, DISTRIBUTION, OR OTHER PRACTICE OF THE PRODUCTS AND SERVICES LICENSED UNDER THIS AGREEMENT, EXCEPT TO THE EXTENT SUCH DAMAGES OR OTHER LAIABILITIES RESULT FROM LICENSOR’S OR ITS EMPLOYEES’ INTENTIONAL MISCONDUCT.  LICENSEE ASSUMES ALL RESPONSIBILTITY AND LIABILITY FOR LOSS OR DAMAGE CAUSED BY A PRODUCT AND OR SERVICE MANUFACTURED, USED, SOLD, DISTRIBUTED, REPRODUCED, PUBLICLY DISPLAYED, PUBLICLY PERFORMED, OR OTHERWISE PRACTICED BY LICENSEE WHICH INCORPORATES ONE OR MORE CLAIMS FROM THE PATENTS, AS DEFINED IN THIS AGREEMENT, EXCEPT TO THE EXTENT SUCH DAMAGES OR OTHER LIABILITIES RESULT FROM LICENSOR’S OR ITS EMPLOYEES’ INTENTIONAL MISCONDUCT. 

7. Without limiting the generality of the foregoing, nothing in this Agreement shall be construed as:

i. a warranty or representation by Licensor as to the validity or scope of any Patents.

ii. a warranty or representation by Licensor that anything made, used, sold, distributed, or otherwise disposed of pursuant to any license granted under this Agreement is or will be free from infringement of intellectual property rights of third parties. 

iii. an obligation by Licensor to bring or prosecute actions or suits against third parties for infringement, misappropriation, or other similar causes of action related to the Patents. 

iv. conferring by implication, estoppel or otherwise any license or rights under any intellectual property of Licensor other than Patents.

v. conferring by implication, estoppel or otherwise any ownership interest or right in or to any intellectual property of Licensor.

8. Notwithstanding any provision in this Agreement to the contrary, Licensor’s aggregate liability under this Agreement shall not exceed an amount equal to the aggregate amount of all payments made by Licensee to Licensor pursuant to paragraph 2 of this Agreement for that full calendar year during which Licensee paid to Licensor the highest aggregate amount pursuant to that paragraph.

9. If Licensee should: (i) fail to deliver to Licensor any fee, report, or accounting hereunder when due; (ii) violate or fail to perform any covenant, condition, or undertaking of this Agreement to be performed by it hereunder; (iii) file a bankruptcy action, or have a bankruptcy action against it, or become insolvent; or (iv) enter into a composition with creditors, or have a receiver appointed for it, such event will constitute a material default hereunder.  This Agreement, the license granted herein, and all of Licensee’s rights and privileges hereunder, will automatically terminate in the event Licensee fails for any reason to cure such default within thirty (30) days after Licensor has delivered to Licensee notice of such default.

10. Licensee may terminate this Agreement, in whole or as to any specified patent or patent application within the Patents, at any time and from time to time without cause, by giving written notice thereof to Licensor. Such termination shall be effective sixty (60) days after such notice and all Licensee’s rights associated therewith shall cease as of that date. 

11. Any termination pursuant to paragraph 9 or 10 hereof shall not relieve Licensee of any obligation or liability accrued hereunder prior to such termination, or rescind or give rise to any right to rescind any payments made or other consideration given to Licensor hereunder prior to the time such termination becomes effective.  Such termination shall not affect in any manner any rights of Licensor arising under this Agreement prior to the date of such termination.

12. Upon execution of this Agreement, Licensee shall use commercially diligent efforts to develop, manufacture, sell, distribute, or use the products and/or services covered by the Patents in order to make them readily available to the general public as soon as possible on commercially reasonable terms.  Licensee shall continue commercially diligent efforts for one or more product(s) and/or service(s) throughout the term of this Agreement.  In addition, Licensee shall perform the following obligation as part of its due diligence activities hereunder:

Sales of a product and/or service covered by the Patents shall have occurred prior to December 1, 2015.

13. Licensee shall comply with all applicable U.S. laws dealing with the export and/or management of technology or information. Licensee understands that the Arms Export Control Act (AECA), including its implementing International Traffic In Arms Regulations (ITAR,) and the Export Administration Act (EAA), including its Export Administration Regulations (EAR), are some (but not all) of the laws and regulations that comprise the U.S. export laws and regulations. Licensee further understands that the U.S. export laws and regulations include (but are not limited to): (i)  ITAR and EAR product/service/data-specific requirements; (ii) ITAR and EAR ultimate destination-specific requirements; (iii) ITAR and EAR end user-specific requirements; (iv) ITAR and EAR end use-specific requirements; (v) Foreign Corrupt Practices Act; and (vi) anti-boycott laws and regulations. Licensee will comply with all then-current applicable export laws and regulations of the U.S. Government (and other applicable U.S. laws and regulations) pertaining to the product(s) and/or service(s) covered by the Patents (including any associated products, items, articles, computer software, media, services, technical data, and other information). Licensee certifies that it will not, directly or indirectly, export (including any deemed export), nor re-export (including any deemed re-export) the product(s) and/or service(s) (including any associated products, items, articles, computer software, media, services, technical data, and other information) in violation of U.S. export laws and regulations or other applicable U.S. laws and regulations.

14. Beginning at the time any product and/or service that relies on at least one claim of the Patents is being distributed or sold (including for the purpose of obtaining any required regulatory approvals) by Licensee, Licensee will, at its sole cost and expense, procure and maintain commercial general liability insurance issued by an insurance carrier with an A.M. Best rating of “A” or better in amounts not less than $2,000,000 per incident and $2,000,000 annual aggregate. Licensee will use reasonable efforts to have Licensor, the University of Utah, and their respective officers, employees and agents, named as additional insureds. All rights of subrogation will be waived against Licensor and its insurers. Such commercial general liability insurance will provide: (i) product liability coverage; (ii) broad form contractual liability coverage for Licensee’s indemnification under this Agreement; and (iii) coverage for litigation costs. The specified minimum insurance amounts will not constitute a limitation on Licensee’s obligation to indemnify Licensor, the University of Utah, and their respective officers, employees and agents, under this Agreement.

15. In the event of any litigation, arbitration, judicial reference or other legal proceeding involving the parties to this Agreement to enforce any provision of this Agreement, to enforce any remedy available upon default under this Agreement, or seeking a declaration of the rights of either party under this Agreement, the prevailing party shall be entitled to recover from the other such attorneys’ fees and costs as may be reasonably incurred, including the costs of reasonable investigation, preparation and professional or expert consultation incurred by reason of such litigation, arbitration, judicial reference, or other legal proceeding.

16. Any payment, notice or other communication required or permitted to be given to either party hereto shall be in writing and shall be deemed to have been properly given and effective: (i) on the date of delivery if delivered in person during recipient’s normal business hours; or (ii) on the date of attempted delivery if delivered by courier, express mail service or first-class mail, registered or certified.  Such notice shall be sent or delivered to the respective addresses given below, or to such other address as either party shall designate by written notice given to the other party as follows:


In the case of Licensee:



[Company Name]



________________



________________


In the case of Licensor:



UNIVERSITY OF UTAH RESEARCH FOUNDATION



Technology Commercialization Office



615 Arapeen Drive, Suite 310



Salt Lake City, UT 84108

With a copy to:



OFFICE OF GENERAL COUNSEL



University of Utah



309 Park Building



Salt Lake City, Utah 84112


IN WITNESS WHEREOF, Licensor and Licensee have executed this Agreement by their respective officers hereunto duly authorized, on the day and year hereinafter written.

“Licensee”





“Licensor”

[Company Name]
UNIVERSITY OF UTAH 

RESEARCH FOUNDATION

By
__________________________
_______
By
__________________________
______



(Signature)





(Signature)

Name
_________________________________
Name
Thomas N. Parks


(Please Print)

Title
_________________________________
Title
President
Date
_________________________________
Date
_________________________________
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